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DETAILED ACTION 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 



1. Claims 15 and 19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. In the first two lines of claims 15 and 19 are found "a radiation 
composition, comprising an oxetane, a glycidylether, a cationic photoinitiator, wherein the 
composition. . Since there is no "and" or "or" in this list, the wording leaves unclear whether 
one of the three must be present or all three must be present. Thus, the limits of claims 15 and 
19 are indefinite. 

2. Claim 19 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 19 is as follows: 



^ A radiation curable composition, comprising an oxetane, a glycidylether, a 



— •w' J j S - 

cationic photoinitiator, wherein the composition is cured to an object with 
^ actinic radiation and 60 min UV postcure with actinic radiation and 60 min UV 
postcure and wherein the object has a ratio of Fwet/Fdry > 0.5, wherein Fdry 
is the Flexural Modulus of the flexural bar after cure and Fwet is the Flexural 
Modulus of a flexural bar after cure and a water treatment, wherein the object 
15 is submersed in water of 20 °C during 48 hours. 



It is unclear whether a radiation curable composition or a method or a cured composition is being 
claimed here. The use of "is" in "wherein the composition is cured" and the reference to 
properties of the object formed and its properties leave unclear what category of invention under 
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35 USC 101 is being claimed. This problem does not occur in claim 15 because of the wording 
"wherein the composition after cure . . ..shows the following properties. . .". Thus, in claim 15, 
the wording is clearly referencing properties of the radiation curable composition if cured in a 
particular manner. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 



(b) the invention was patented or described in a printed publication in this or a foreign country or in publ 
sale in this country, more than one year prior to the date of application for patent in the United States 



ic use or on 



4. Claims 15 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by Schlesinger 
(3,835,003). With respect to instant claims 15 and 19, the composition of Example 4 of 
Schlesinger anticipates the instant compositions wherein glycidyl methacrylate - 
allyglycidylether copolymer is the instant glycidyl ether, 3,3-bis (chloromethyl) oxetane is the 
instant oxetane compound and 2,5-diethoxy-4- (p-tolyl-thio) benzene diazonium 
hexafluorophosphate is the cationic photoinitiator. While Schlesinger does not disclose the post 
cure properties of water absorption, flexural modulus, elongation and Fwer/Fdry ratio, the 
examiner holds since the composition of Schlesinger has the required components set forth by 
applicant then it must inherently be curable to the product with the required properties. 
5. Claims 17-18 are objected to because of the following informalities: In lines 8 and 9 of 
claim 17 "0,1" should be -0.1 -. The examiner has assumed a typographical error has 
occurred or a non-English numeric notation has slipped through. Appropriate correction is 
required. Claims 17-18 would be allowable if corrected in this manner 
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6. Claim 1 directed to an allowable product. Pursuant to the procedures set forth in the 
Official Gazette notice dated March 26, 1996 (1 184 O.G. 86), claims 21-23, directed to the 
process of using the patentable product, previously withdrawn from consideration as a result of a 
restriction requirement, are now subject to being rejoined. Claims 21-23 are hereby rejoined and 
fully examined for patentability under 37 CFR 1.104. 

Since all claims previously withdrawn from consideration under 37 CFR 1 . 142 have been 
rejoined, the restriction requirement made in the Office action mailed on July 27, 2004 is hereby 
withdrawn. 

7. Claims 1-14, and 20-23 are allowed. The prior art fails to address the percentage 
limitations placed upon the presence of a cationically curable component having a linking 
aliphatic ester group limited to 0-29% while having 10-85% of another epoxy group containing 
component not being a cationically curable component having a linking aliphatic ester group. 

8. Claim 1 6 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Hamilton whose telephone number is 571-272-1331. 
The examiner can normally be reached on Monday through Friday 9:30 am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful the examiner 's 
supervisor, Cynthia H Kelly can be reached on (571) 272-0729. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Cynthia Hamilton 
Primary Examiner 
Art Unit 1752 




